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PREFACE

Recently, there have been many revisions and amendments of the Japanese Patent
Law and practice. Some are directed to world-wide harmonization, some are for
securing an applicant efficient prosecution procedures and for strengthening the
enforcement of patents, etc.

However, usually, these revisions and amendments have been applied to those
applications which were filed (Japanese filing date or PCT filing date and not priority
date) on and after the date on which the revisions and the amendments took effect. For
example, a “final rejection” is issued only to those applications filed on and after
January 1, 1994; and a 3 years period for requesting examination is applicable to
applications filed on and after October 1, 2001.

Accordingly, when trying to understand the current effect of Japanese patent
procedures, the following chart showing enforcement dates and changes made to the
Patent Law should be useful. The chart also includes some important Supreme Court
Decisions, and other events.

Patent Attorney, Asamura Patent Office
This paper originally issued in AIPPI Journal Vol. 27 No. 5 2002,
published by the Japanese Group of AIPP1
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CHART

Effective Date

Patent Law Amendments

1960/4/1

The current Patent Law was formulated and took effect.

Inventive step;

No change of the gist of the invention is allowed for amendments (see 1994/1/1);
Examiner’s opinion on technical scope of a patent is available;

Patent term: a 20 years cap from the filing date was added (formerly 15 years
from the publication date only) (see 1995/7/1); and

Publication in a foreign country added to prior art.

19717111

Laying open to the public 18 month from the application date;

Request for Examination (7 years, see 2001/10/1);

Opportunities for amendments and divisional applications restricted (some
rescinded on 1995/7/1);

Section 29bis (whole contents approach); and

Re-consideration on amendments by the examiner at the first stage of the appeal
procedure.

1976/1/1

Substances, foods, medicines became patentable subject matter; and
Muttiple claim system (for PCT adaptation, see 1988/1/1).

1978/10/1

PCT Accession

1985/11/1

Internal priority

1988/1/1

Multiple claim system improved

1990/12/1

On line application started (except PCT, see 2001/1/1)

1993/6/22

Inventions utilizing hardware resources can be considered as utilizing a law of
nature (*93 Examination Guidelines) (see 1997/4/1, 2001/1/10).

1994/1/1

No new matter for amendments;

Final rejection practice (amendments to claims, even during appeal procedure,
became very restricted, and to overcome such limitations on amendments, a
divisional application has to be filed);

Utility model registration (for six years) without substantive examination ; and
Section 39(2) (double patenting provision) became applicable applied to the same
invention claimed in a divisional application as the invention claimed in the parent
(1993 Examination Guidelines).

1995/1/1

Accession to TRIPS Agreement.

1995/7/1

Requirements for description and claims amended;

English language application system (a translation is accepted within two months;
correction of an incorrect translation can be filed, the same as for PCT
applications);

Patent term: uniformly 20 years from the application date;

Some restrictions (introduced on 1971/1/1)for opportunities for amendment and
divisional application rescinded; and

Substances manufactured by atomic transformation became patentable.

1996/1/1

Grant and its publication before the opposition period; and
Post-grant oppositions (Rescinded 2004/1/1).
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Effective Date

Patent Law Amendments

1997/4/1

Inventions using hardware resources can be considered as utilizing a law of nature,
provided that the claims define how the hardware resources are used; Storage
medium claims became acceptable (1997 Implementing Guidelines)

(see 2001/1/10).

1998/2/24

Doctrine of equivalents decision was rendered by the Supreme Court.

1998/6/1

Annuities were reduced for older patents.

1999/1/1

Applications which became abandoned or finally rejected before publication are
deemed to have never been filed; and

On line issuance of actions and filing of responses were started.

2000/1/1

Inventions publicly known or worked in a foreign country, or available to the public
by electronic telecommunication anywhere in the world were added to prior art;

Exception to lack of novelty provision became applicable to Section 29(2)
(obviousness); and

On line PCT applications and appeals became acceptable.

2000/4/10

The Kilby decision was rendered by the Supreme Court.

2001/1/10

Program claims became acceptable (2000 Examination Guidelines).

2001/10/1

The term for requesting examination became limited to 3 years.

2002/9/1

For all PCT applications, an applicant may enter the national stage in Japan not later
than at the expiration of 30 months from the priority date, and the Japanese
translation may be filed within 2 months thereafter;

Requirement for disclosure of information on prior art documents; and

Section 2 now provides that a product invention includes a computer program or
the like (including providing the same through electronic telecommunication lines).

2003/1/1

Expansion of the scope of indirect patent infringement.

2004/11

Post-grant opposition system combined into a new Invalidation system.

2004/41

Official fees changed (Examination fee doubled, but Application fee and Annuity
for 9 years halved, roughly);

Examination fee refunded in part, if the application is abandoned before the
Examination starts.

2005/1/11

The blue LED case was settled by the Tokyo High Court mediation.

2005/4/1

Employee’s Invention provision was amended, (Section 35);

Section 104ter provides that a court can declare an invalidation of a patent (refer to
the Kilby decision in 2000/4/10);

Utility model registration (for ten years, formerly for six years); and

Intellectual Property High Court (IPHC) established.

2007/4/1

New opportunities are added for filing a divisional application;
Final Rejection on First Action; Unity of invention should be fulfilled after an
action. (Three are applied to applications filed on and after 2007/4/1.)

2007/10/1

Questioning with the Examiner’s Report by the Trial Examiner-in-chief

2009/4/1

An Appeal should be filed within 3+1months after the Decision of Rejection;
An amendment and a divisional application should be filed simultaneously with an
Appeal (Both are applied to Decision of Rejection sent on and after 2009/4/1)
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BRIEF DISCUSSION

1960/4/1

Inventive step: Section 29 (2) provides that: “When an invention could be easily
made,--a patent shall not be granted -:-.” This Section corresponds to U.S. Code, Title
35, Section 103 “non-obvious subject matter”.

1971/111

Opportunities for filing an amendment and a divisional application are very
restricted: An applicant may file an amendment and /or a divisional application only in
the following cases:

(1) within one year and three months from the filing date of the application, an
amendment and/or a divisional application is filed ;

(1) where a request for examination is filed and an amendment and/or a divisional
application is filed simultaneously with such request;

(iii) where the action is rendered and an amendment and/or a divisional application
is filed within the due date (3+3 months);

(iv) where a trial is filed and an amendment and/or a divisional application is filed
within 30 days of such filing. | | o

Note that the period of 30 days after the filing of an appeal may be the last
opportunity for the applicant to file a voluntary amendment or a divisional application.

Even after expiration of the above period, if the Examiners (or the Appeal-
Examiners) issue an action as a matter of courtesy (so-called “nominal action™), the
applicant may have another opportunity to file an amendment and a divisional
application, but the availability of such action is very arbitrary.

(Note that the above opportunity restriction prior to receiving a first notice of
rejection was rescinded. See 1995/7/1.)

(Further, note that very sever content limitations on Claim amendment were

introduced to Section 17bis (4). See 1994/1/1 and my Article'.)

Section 29bis: The Section is similar to U.S. Code, Title 35, 102(e), but unlike the
Hilmer doctrine in the US, the prior art status under this provision is applicable from the
priority date under the Paris Convention.

1976/1/1

Multiple claim system: The adoption of multiple claiming was for accession to
PCT. This system was further improved to approximate the US system as of 1988/1/1.
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1985/11/1

Internal priority: A new Japanese application which normally includes new
matters could be filed with a priority(s) based upon a prior Japanese application(s)
within 1 year.

1988/1/1

Multiple claim system improved: Note, however, that fees increase depending
upon the number of claims, regardless of whether they are independent or dependent,
for requesting examination and filing on appeal. Annuities also increase with the
number of claims in a patent.

1993/6/22

Invention utilizing a hardware resource can be considered as utilizing a law of
nature (1993 Examination Guidelines): Section 2 (1) provides “Invention - means
the highly advanced creation of technical ideas by which a law-of nature is utilized.”
(Underline added)

1994/1/1

No new matter in amendment: Prior to 1994, no amendment changing the gist of
an invention was allowable (introduced on 1960/4/1) and so-called “no new matter
Practice” was introduced in Section 17bis(3), which says: "An amendment for the
specification or drawings shall remain --- within the scope of the features disclosed in
the specification and drawings originally attached to the request -+ , and further the
1993 Implementing Guidelines said “ --- features which are directly and unambiguously
derivable from the features disclosed in the specification and drawings originally
attached to the request::-™ shall be regarded as “the features disclosed in the
specification and drawings originally attached to the request” (underline added).

After introducing the “no new matter practice”, it is said that the Japanese Patent
Office’s standards on amendments have become the most severe in the world. For
example, the Board of Appeal of the Japan Patent Office rendered a decision to dismiss
an amendment as a new matter, which amendment had tried to introduce “disk” before
“recording and/or reproducing apparatus” in a claim. The ground thereof was that the
word “disk” could not be found at all in the original specification, nor could be
considered as a feature which was directly and unambiguously derivable there from.

The Tokyo High Court? reversed this Appeal Board decision by saying that -
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judgment of the decision has been made on the amendment only by comparing the
words and phrases showing the amendment with those in the specification, and without
any consideration of the relationship between the words and phrases and the
technological features disclosed in the specification and drawings---”.

Now the 2003 Examination Guidelines provide that, “The disclosure in the
description, etc. as filed” means not only “the matters expressly present in the
description, etc.” but also “matters inherently present in the description, etc. as filed”.

Utility model registration without substantive examination: The term of
registration expires 6 years from the application date, and a Technical Opinion (search
report) by the examiner is required for enforcement of the utility model right, and the
former utility model system with substantive examination was abandoned. (On 2005/4/1,
the term is extended to 10 years.)

Section 39(2) is applicable to a divisional and its parent applications claiming
to the same invention (1993 Examination Guidelines): This means that a divisional
application can enjoy a priority date of the parent application, but Section 39(2) may be
applicable to it so as to avoid double patenting. Article 39(2) provides: “Where two or
more patent applications relating to the same invention - are filed on the same date,
only one such patent applicant, agreed upon after mutual consultation among all the
applicants, may obtain a patent.” Formerly such a divisional application could not enjoy
a priority date of the parent application and therefore used to be often rejected or
invalidated for lack of novelty. (Refer to the Kilby decision, 2000/4/10)

Final rejection practice, Section 17bis(4)(5) (Content limitation on Claim
amendment): This practice is similar to the US Final Action system (Rule 116, new
issue practice) in a sense that claim amendment is quite restricted after reeiving a Final
Rejection.

1. However, it is quite different from the US Final Action system as follows,
(Please refer to Chart 1 and Chart 2.)

* in Japan, in many cases, the Final Rejection is not rendered (Folw 1 in Chart 1),
and a Decision is rendered directly after a First Rejection, and

+ an Appeal should be filed against the Decision, wherein the same sever claim

restriction, Section 17bis (4)(5), shall be applied to the amendment, (Opportunity I in
Chart 1).

Section 17bis(4)(5) provides as follows;

In the cases of the applicant receives a Final Rejection, or files an Appeal,

“(4) --+ the amendment of the claim or claims shall be limited to the following:
(1) the cancellation of the claim or claims --- ;
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(ii) the restriction of the claim or claims (only the restriction of all or some of
the matters necessary to define the invention claims in the claim or claims -+ and
the industrial applicability and the problem to be solved of the invention claimed in
the amended claim or claims are the same as those of the invention claimed in the
claim or claims prior to the amendment);

(iii) the correction of errors in the description;

(iv) the clarification of an ambiguous description*--.”

(5) ---an invention constituted by the features described in the corrected claim must
be one which could have been patented---at the time of filing ---.”

2. Now, let see problems in Fow 1 and Flow 2,
* Flow 1 (in Chart 1)

(1) In Japan, as mentioned above, the Decision is rendered very often directly
without rendering the Final Rejection. Against the Decision, the applicant should file an
Appeal and may file an amenment and/or a divisional application on Opportunity II---
(during 30days after filing an appeal).

(2) Even in such cases, the sever content limitation on claim, Section 17bis(4)(5),
shall be applied to the amendment filed on Opportunity II, and if the amendment of
claim does not comply with the Section 17bis (4)(5), the amendment shall be declined.

(3) Then, the applicant faces a very difficult position, since the remaining claim(s), -
which stood before filing the declined amendment, would be usually finally rejected
(and the Decision shall be rendered), as the applicant himself had admitted so and he
had filed the declined amendment.

(4) Furthermore, unlike the US, he has no ortunity to file a divisional
application as a right, and the only way left for him to save the case is to file a Suit to
the Intellectual Property High Court.

(5) Luckily, if the applicant receives a further Rejection (refer to * in Chart 1) from
the Appeal Examiner as Opportunity X (“nominal Rejection”), he may file a divisional
application and/or a further amendment, but such Rejection in not obligatory for the
Appeal Examiner. Therefore, after filing the Appeal, the strategy how to proceed the
case therein is very important. (The same can be applied to the Examiner’s Re-
examination procedure (refer to as* in Chart 1.)

(6) Considering the above sever Japanese practice, we usually recommend the
applicant to file a_precautionary divisional application at the Opportunity IT, to which
Section 17bis(4)(5) shall not be applied. Then, the applicant can proceed the case by the
divisional application, even if the amendment filed at the Opportunity II was declined.

* Flow 2 (in Chart 1)

In Flow2, the applicant receives a Final Rejection as the US procedure, and can
enjoy another Opportunity F to file a further amendment under Section 17bis(4)(5)
and/or a divisional application.
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But, if the amendment does not comply with Section 17bis(4)(5), the situation is the
same as in Flow 1, that is, the amendment shall be declined, and the remaining claim(s),
which stood before the dismissed amendment, would be rejected. But, in this Flow 2,
the applicant has a second Opportunity II to file another amendment and/or a divisional
application by filing an Appeal.

3. Others

Furthermore, as a strategy, please consider the following points:

(1) Referring to Chart 1 (Japanese procedure) and Chart 2 (US procedure), you can

find easily very big differences there between, that is,

The US examination procedure has a straight line (Chart 2) to the end, even
when an Appeal is filed, but

Japanese examination procedure has a separated route line (Chart 1), when an
Appeal is filed.

That is, in the US, all the applications including all appealed cases shall be ended
by the Examiner, but, in JP, appealed cases shall be ended by the Appeal Examiner,
only except very few among the Re-examination cases. (Refer to “Re-exam. as*” in
chart 1.)

That means, the Japanese Examiner might easily reject the applications, since the
Japanese Examiner need not worry about at all the remand (feedback) from the Appeal-
Examiner, but the US Examiner has tendency to find allowable claim(s) to allow the
applications, since the US Examiner always worry about such remand from the Board -
of appeal.

However, even in Japan, the Japanese Appeal-examiner should worry about remand
from the Intellectual Property High Court which remands all the cases to the Appeal-
Examiner. Consequently, in Japan, the Appeal-Examiner is much courteous than the
Examiner to the applicant, and there have been many patents allowed by the Appeal
Examiner. So the Appeal procedure is very important, although the Final Rejection
system makes it much difficult. (See my Article'.)

(2) Even if only one claim is found not to comply with the above provisions, the
amendment shall be totally dismissed, even if it contains allowable claims.

(3) Likewise, even if only one claim is found not to be allowable, the application
itself shall be rejected, even if it contains allowable claims.

(4) If the amendment contains new matter, the applicant receives two types of
actions depending upon when the amendment is filed: if it is filed to respond to a first
action, the application shall be rejected, and if it is filed to respond to a final action or
filed during 30 days after filing an appeal, it shall be dismissed.
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